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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it. in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 4, 6. 7, 10, 15, 18, 19, 20, 24, 26, and 27 rejected under 35 U.S.C. 112, 
first paragraph, as failing to comply with the enablement requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. 

As for claims 4, 15 and 24, there are nowhere in the specification mentioning 
fund intellectual property protection for inventions. 

As for claims 6, 19 and 26, there are nowhere in the specification mentioning 
access to a selected group of potential customers. 

As for claims 7, 20 and 27, there are nowhere in the specification mentioning 
royalty on the inventions. 

As for claims 10 and 18, there are nowhere in the specification 
mentioning the screening and validating descriptions. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 



Application/Control Number: 10/008.434 Page 3 

Art Unit: 3629 

4. Claim H is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

As for claim 1J., applicant is recommended to insert a word method in the 
preamble for clarification. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the Invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-31 are rejected under 35 U.S.C. 102(e) as being anticipated by US 
Patent No. 6,298,327 (HUNTER ET AL). 

As for claim 1, HUNTER discloses a system for facilitating use of inventions in 
accordance with a business model, the system comprising: 

a server coupled to a network for receiving descriptions of inventions {See Fig. 1 , 
Element 21 and Column 17, Lines 62-63, wherein this reads over "a client class sends a 
message to a server class requesting assistance in fulfilling a client responsibilities"}. 

a classification module for classifying inventions into predetermined classes {See 
Fig. 1, Element 3 and Column 17, Lines 53-54, wherein this reads over "candidates for 
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abstract super classes are identified by grouping classes that share common 

attributes"}; 

an evaluation module for providing evaluations of the inventions {Column 8, 
Lines 14-16, wherein this reads over "such an evaluation is necessary because 
preparation, filing, and prosecution of patent applications can be time-consuming and 
expensive}; and 

a database for storing the descriptions of inventions and evaluations by class and 
providing search facilities via the network for potential customers not related to the 
innovators to find inventions {See Fig. 2, Element 32 and Column 24, Lines 60-62, 
wherein this reads over "abstract subclass Records Databases 31 and abstract 
subclass Text Files Databases 33 inherit behavior (member functions or methods) from 
super class Databases 32"}. 

As for claim 2, HUNTER discloses the system of claim 1 wherein the evaluations 
are selected from the group consisting of prior art searches, technical feasibility reviews, 
commercial viability analysis and legal evaluation {Column 24, Lines 33-35, wherein this 
reads over "based on this evaluation, the form(s) of representation that best matched 
the inherent structure(s) of the problem are identified"}. 

As for claim 3, HUNTER discloses the system of claim 1 wherein the server 
further comprises a facilitator for controlling interaction between innovators and potential 
customers {Column 17, Lines 62-63, wherein this reads over "a client class sends a 
message to a server class requesting assistance in fulfilling a client responsibility"}. 
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As for claim 4. HUNTER discloses the system of claim 3 wherein the facilitator 
provides for potential customers to fund intellectual property protection for inventions 
{Column 2. Lines 47-50, wherein this reads over "the disclosure must allow the 
technology manager and/or research sponsor to decide whether to invest in protecting 
the invention"} 

As for claim 5, HUNTER discloses the system of claim 3 wherein the facilitator 
provides the ability to refine inventions based on evaluations {Column 17, Lines 8-10, 
wherein this reads over "the application contains an analysis of the problems involved 
with (or limitation of) the prior art that are solved by the invention"}. 

As for claim 6, HUNTER discloses the system of claim 3 wherein the facilitator 
controls access to a selected group of potential customers {Column 2, Lines 43-47, 
wherein this reads over "expert support system software that enables inventors to 
adequately disclose (communicate) the characteristics of their inventions to their 
technology manager and research sponsor, as well as their patent professional (i.e., 
patent attorney or patent agent)"}. 

As for claim 7, HUNTER discloses the system of claim 1, wherein an owner of 
the system is provided rights to royalty on the inventions {Column 2, Lines 50-55, 
wherein this reads over "if protection is sought, it must be complete enough for the 
patent professional to be able to determine whether patent protection is appropriate 
and, if so, to be used as a basis for preparation and prosecution of a patent 
application"}. 
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As for claim 8, HUNTER discloses the system of claim 1 and further comprising a 
translation module that translates descriptions of inventions {Column 3, Lines 14-17, 
wherein this reads over "because domain knowledge can be complex and its language 
"foreign," exchanges of information are typically clarified by guidance, explanations, and 
examples"}. 

As for claim 9, HUNTER discloses the system of claim 1 wherein the database 
also contains indications of issued patents on inventions {Column 18, Lines 19-21, 
wherein this reads over "database classes responsible for managing databases 
comprises of the text file names are described in Table 4"}. 

As for claim 10, HUNTER discloses the system of claim 1 wherein the server 
further screens and validates descriptions of inventions {Column 17, Lines 29-31 , 
wherein this reads over "comparative data on the results of the invention compared to 
the results of the prior art are presented"}. 

As for claim 1J., HUNTER discloses a computer implemented business model of 
facilitating the use and protection of inventions, the model comprising: 

receiving descriptions of inventions {Column 3, Lines 12-14, wherein this reads 
over "each expert participating in such an interaction provides information about his/her 
domain and receives information about the other expert's domain"}; 

categorizing the inventions {See Fig. 1, Element 3 and Column 17, Lines 53-54, 
wherein this reads over "candidates for abstract super classes are identified by grouping 
classes that share common attributes"}; 
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evaluating the inventions for potential licensing value {Column 8, Lines 14-16, 
wherein this reads over "such an evaluation is necessary because preparation, filing, 
and prosecution of patent applications can be time-consuming and expensive"}; 

providing a database containing the inventions and evaluations {See Fig. 2, 
Element 32 and Column 24, Lines 60-62, wherein this reads over "abstract subclass 
Records Databases 31 and abstract subclass Text Files Databases 33 inherit behavior 
(member functions or methods) from super class Databases 32"}; and 

making the database selectively viewable to potential customers of the inventions 
who are not related to the innovators {Column 18, Lines 30-31 , wherein this reads over 
"expert (or knowledge-based) objects are also key components of domain-interaction 
system"}. 

As for claim 12, HUNTER discloses the method of claim IJ. wherein evaluating is 
performed with respect to prior art searches, technical feasibility reviews, commercial 
viability analysis and legal evaluation {Column 24, Lines 33-35, wherein this reads over 
"based on this evaluation, the form(s) of representation that best matched the inherent 
structure(s) of the problem are identified"}. 

As for claim 13, HUNTER discloses the method of claim 12 wherein and further 
comprising controlling interaction between innovators and potential customers {Column 
17, Lines 62-63, wherein this reads over "a client class sends a message to a server 
class requesting assistance in fulfilling a client responsibility"}. 

As for claim 14, HUNTER discloses the method of claim 12 wherein controlling 
interaction between innovators and potential customers comprises providing anonymity 
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of at least one of the innovators and potential customers {Column 17. Lines 62-63. 
wherein this reads over "a client class sends a message to a server class requesting 
assistance in fulfilling a client responsibility"}. 

As for claim 15, HUNTER discloses the method of claim 12 and further 
comprising providing for potential customers to fund intellectual property protection for 
inventions {Column 2, Lines 47-50, wherein this reads over "the disclosure must allow 
the technology manager and/or research sponsor to decide whether to invest in 
protecting the invention"} 

As for claim 16, HUNTER discloses the method of claim 12 and further 
comprising providing the ability to refine inventions based on evaluations {Column 17, 
Lines 8-10, wherein this reads over "the application contains an analysis of the 
problems involved with (or limitation of) the prior art that are solved by the invention"}. 

As for claim 17, HUNTER discloses the method of claim JM and also comprising 
providing indications of issued patents on inventions {Column 18, Lines 19-21, wherein 
this reads over "database classes responsible for managing databases comprises of the 
text file names are described in Table 4"}. 

As for claim 18, HUNTER discloses the method of claim 1J. and further 
comprising screening and validating descriptions of inventions {Column 30, Lines 40-42, 
wherein this reads over "validation was carried out to determine if the prototype 
performed the critical real-world tasks for which it was created"}. 

As for claim 19, HUNTER discloses the method of claim U and further 
comprising controlling access to a selected group of potential customers {Column 17, 
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Lines 62-63, wherein this reads over "a client class sends a message to a server class 
requesting assistance in fulfilling a client responsibility"}. 

As for claim 20, HUNTER discloses the method of claim IJ. and further 
comprising providing rights to royalty on the inventions {Column 2, Lines 50-55, wherein 
this reads over "if protection is sought, it must be complete enough for the patent 
professional to be able to determine whether patent protection is appropriate and, if so. 
to be used as a basis for preparation and prosecution of a patent application"}. 

As for claim 21 , HUNTER discloses the method of claim H and further 
comprising translating descriptions of inventions to desired languages {Column 3, Lines 
14-17, wherein this reads over "because domain knowledge can be complex and its 
language "foreign," exchanges of information are typically clarified by guidance, 
explanations, and examples"}. 

As for claim 22, HUNTER discloses a method of facilitating invention in 
accordance with a business model, the method comprising: 

receiving invention input from multiple independent innovators coupled by 
network {Column 3, Lines 12-14, wherein this reads over "each expert participating in 
such an interaction provides information about his/her domain and receives information 
about the other expert's domain"}; 

validating the invention input {Column 30, Lines 40-42, wherein this reads over 
"validation was carried out to determine if the prototype performed the critical real-world 
tasks for which it was created"}; 
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categorizing the invention input into discrete technical categories {See Fig. 1 , 
Element 3 and Column 17, Lines 53-54, wherein this reads over "candidates for abstract 
super classes are identified by grouping classes that share common attributes"}; 

evaluating the invention input {Column 8, Lines 14-16, wherein this reads over 
"such an evaluation is necessary because preparation, filing, and prosecution of patent 
applications can be time-consuming and expensive"}; 

providing a recommendation based on the evaluations {Column 24, Lines 33-35, 
wherein this reads over "based on this evaluation, the form(s) of representation that 
best matched the inherent structure(s) of the problem are identified"}; and 

making the invention input and recommendation available to selective 
independent customers via network connection {Column 17, Lines 8-10, wherein this 
reads over "the application contains an analysis of the problems involved with (or 
limitation of) the prior art that are solved by the invention"}. 

As for claim 23, HUNTER discloses the method of claim 22 wherein evaluating is 
based on at least one of prior art searching, technical feasibility, commercial viability 
and legal evaluation {Column 24, Lines 33-35, wherein this reads over "based on this 
evaluation, the form(s) of representation that best matched the inherent structure(s) of 
the problem are identified"}. 

As for claim 24, HUNTER discloses the method of claim 22 and further 
comprising facilitating protection of and invention by involving a potential customer to 
provide funding for such protection in exchange an interest in the invention {Column 2, 
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Lines 47-50, wherein this reads over "the disclosure must allow the technology manager 
and/or research sponsor to decide whether to invest in protecting the invention"}. 

As for claim 25. HUNTER discloses the method of claim 24 wherein at least 
some of the elements are performed by humans {Column 3, Lines 12-14, wherein this 
reads over "each expert participating in such an interaction provides information about 
his/her domain and receives information about other expert's domain"}. 

As for claim 26, HUNTER discloses the method of claim 22 and further 
comprising controlling access to a selected group of potential customers {Column 2, 
Lines 43-47, wherein this reads over "expert support system software that enables 
inventors to adequately disclose (communicate) the characteristics of their inventions to 
their technology manager and research sponsor, as well as their patent professional 
(i.e., patent attorney or patent agent)"}. 

As for claim 27, HUNTER discloses the method of claim 22 and further 
comprising providing rights to a royalty on the inventions {Column 2, Lines 50-55, 
wherein this reads over "if protection is sought, it must be complete enough for the 
patent professional to be able to determine whether patent protection is appropriate 
and, if so, to be used as a basis for preparation and prosecution of a patent 
application"}. 

As for claim 28, HUNTER discloses the method of claim 22 and further 
comprising translating descriptions of inventions to desired languages {Column 3, Lines 
14-17, wherein this reads over "because domain knowledge can be complex and its 
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language "foreign," exchanges of information are typically clarified by guidance, 
explanations, and examples"}. 

As for claim 29, which has the same limitations as in claim 1_, therefore, it is 
rejected for the similar reasons set forth in claim 1. 

As for claim 30, which has the same limitation as in claim 3, therefore, it is 
rejected for the similar reason set forth in claim 3. 

As for claim 31, HUNTER discloses a computer readable medium having 
instructions thereon for causing a server computer to execute a method of facilitating 
invention, the method comprising: 

receiving invention input from multiple independent innovators coupled by 
network {Column 3, Lines 12-14, wherein this reads over "each expert participating in 
such an interaction provides information about his/her domain and receives information 
about the other expert's domain"}; 

facilitating validation of the invention input {Column 30, Lines 40-42, wherein this 
reads over "validation was carried out to determine if the prototype performed the critical 
real-world tasks for which it was created"}; 

facilitating categorization of the invention input into discrete technical categories { 
See Fig. 1, Element 3 and Column 17, Lines 53-54, wherein this reads over "candidates 
for abstract super classes are identified by grouping classes that share common 
attributes"}; 
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facilitating evaluation of the invention input {Column 8, Lines 14-16, wherein this 
reads over "such an evaluation is necessary because preparation, filing, and 
prosecution of patent applications can be time-consuming and expensive"}; 

facilitating the provision of a recommendation based on the evaluations {Column 
24, Lines 33-35, wherein this reads over "based on this evaluation, the form(s) of 
representation that best matched the inherent structure(s) of the problem are 
identified"}; and 

facilitating the making of the invention input and recommendation available to 
selective independent customers via network connection {Column 17, Lines 8-10, 
wherein this reads over "the application contains an analysis of the problems involved 
with (or limitation of) the prior art that are solved by the invention"}. . 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
I. U.S. Patent: 

1) U.S. Patent Application Publication No. 2002/0059076 (GRAINGER ET 
AL) is cited to teach computer-implemented method for securing 
intellectual property, 

2) U.S. Patent No. 6,470,338 (RIZZO ET AL) is cited to teach computerized 
system and method for assisting potential clients to identify and 
appropriate provider for professional services, and 
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3) U.S. Patent No. 6.009,401 (HORSTMANN) is cited to teach re-licensing of 
electronically purchased software. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gang (James) G. Thai whose telephone number is (571) 
272-6499. The examiner can normally be reached on 6:30 AM - 3:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (571) 272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Infomnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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